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MAR 3 1 2006 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicants: Moskowitz et al. 



Art Unit: 3639 



Serial Number: 09/990,842 



Examiner: Nelson, F.A. 



Filing Date: 11/21/2001 



Docket R: CHA920010021US1 



Title: SECURE METHOD AND SYSTEM FOR DETERMINING CHARGES 
AND ASSURING PRIVACY 



Mail Stop AF 
Commissioner For Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 



Applicants respectfully request a panel of experienced examiners perform a 
detailed review of appealable issues for the above-identified patent application pursuant 



together with thi$ Request. Please charge Deposit Account No. 09 - 0469 for any fees 
required for filing this Request. 

Applicants submit that the above-identified application is not in condition for 
appeal because the Office has failed to establish a prima facie case of obviousness 
because of errors in facts and in law. Claims 1-6, 8-17, 19-25 and 33-38 are pending and 
stand rejected. Applicants submit that these rejections are clearly not proper and without 
basis for the reasons stated below. (Please refer to the Final Office Action of 1/3 1 /0G 
(OA) for the details of the rejection.) 

09/990,842 1 



PRE- APPEAL BRIEF REQUEST FOR REVIEW 



Sir: 



to the Pre- Appeal Brief Conference Pilot Program. Notice of Appeal has been filed 
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Applicants submit that the suggested combinations of the ci ted prior art do not 
disclose or suggest each and every claimed feature. For example, with regard to claims 1 
and 33> the claimed invention includes, inter alia, "a security system comprises an 
encryption system for encrypting usage data transmitted between the sensor and the 
processor," (Claim 1). As the Office admits, Dar does not disclose or suggest this 
feature. (See OA at p4.) However, Applicants submit that Van De Pavert also does not 
disclose or suggest, inter alia, this feature. In Van De Pavert, the communication of card 
data (or usage data) is between a card and a secure module 3 of a card operated device 2 
(FIG. 2), Neither the card nor the secure module 3 gathers usage data from the remote 
apparatus because neither is a sensor. The card or the secure module 3 only exchanges 
data that are gathered by another device not of focus in Dan Vc Pavert, e.g., a timer to 
record length of a phone call. However Van De Pavert does not disclose or suggest 
encrypting usage data transmitted between a sensor, e.g., a timer, and the processor. 

The above arguments also apply to cryptographic circuitry 54 of Van De Pavert 
(FIG, 4) because the device (card) of FIG. 4 is only an implementation of th e FIG. 2 
module using "commercially available components," and cryptographic circuitry 54 does 
not encrypt usage data transmitted between the sensor, e.g., a timer, and the processor. 

In addition, in Van De Pavert, block 125 (FIG. 3A) does not encrypt usage data, 
based on which the processor calculates a charge. In Van De Pavert, "block 125 executes 
a pre-defined cryptographic process to encrypt this code and the associated card data on 
which the code is bascd[,]" in a verification procedure. (Col. 9, lines 5-7, emphasis 
added). In Van De Pavert, the card data "includes ... a value of the current card 
balance[.]" (Col. 8, lines 64-65). However, in the verification procedure of Van De 

09/990,842 2 
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Pavert, a card balance is not a usage data because a use of the card has not taken place . 
A card balance at this stage may reflect previous usage, but the previous usage will not be 
used as a basis for calculating a current charge. Actually, Van De Pavert expressly 
discloses that "this procedure (including encryption) will not take place after each 
successive adjusting (e.g., reduction) of a card balance." (Col. 8, lines 5-6, parenthetical 
explanation added). As such. Van De Pavert does not encrypt a usage data, i.e., reduction 
of card balance. 

In the OA, the Office asserts that "Van De Pavert teaches enciphering can be used 
both [sic] in order to transmit the usage (balances) in a secure maimer." (OA at p2). 
Applicants respectfully disagree because as discussed above, a starting balance of a card 
in the verification procedure of Van De Pavert does not reflect a usage based on which a 
charge is calculated. In view of the foregoing, Dar and Van De Pavert do not disclose or 
suggest "an encryption system for encrypting usage data transmitted between the sensor 
and the processor[,]" as claimed in the claimed invention. 

With further respect to claims 1 and 33, Applicants submit that Dar and Van De 
Pavert do not disclose or suggest, inter alia, ^calculating a charge on the processor based 
on the usage data." The Office alleges that this feature is taught in paragraph 0039 of Dar 
in which billing data is provided. However, a careful reading of the paragraph clearly 
reveals that the billing data is provided by a data processor that is not on the vehicle, but 
instead at a central unit. That is, the data processor that handles billing is located at a 
central unit that receives a communication from the on board communicator, not in a 
local data processing system installed on a remote apparatus. As detailed, e.g., in 
paragraph 0142 of Dar, the message communicated from the vehicle includes the 

09/990,842 3 
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"identity of the vehicle, the parking location, and the date and time of the parking." As 
further disclosed, e.g., in paragraph 0157 of Dar, the billing system resides at the central 
unit. In other words, Dar fails to teach or suggest a system that calculates a charge on the 
processor that is 'located on the remote apparatus." In addition, please note, in the Office 
Action, the Office does not provide a reason/explanation how and why Van De Pavert is 
used in the rejection of claim 33. 

With respect to claim 16, the above arguments also apply. Applicants submit that 
Ando does not overcome, inter alia, the above- identified deficiency of Dar and Van De 
Pavert because Ando does not encrypt usage data transmitted between the sensor and the 
processor. The Office asserts that Ando discloses "a security system for protecting 
monetary data stored therein and ensuring legitimate communication with the stationary 
device/' (OA at p5). Applicants respectfully submit that this assertion is irrelevant in 
this case because the current invention claims "an encryption system for encrypting usage 
data transmitted between the sensor and the processor (in the same local data processing 
system)." (Claim 1, parenthetical explanation added). In Ando, the communication is 
between an on-board device 20 and a stationary device 60, which are not in the same 
local data processing system. In view of the foregoing, Applicants respectfully request 
withdrawal of the rejection. 

With respect to claim 23, the claimed invention recites, inter alia, "a security 
system, wherein the security system includes an encryption system for securing 
information transmitted to the central server, and for securing information processed by 
the central server" The Office Action alleges that the combination of Dar, Van De 
Pavert and Ando suggests the features of this claim. Applicants respectfully traverse 
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because neither reference teaches or suggests a security system "for securing information 
processed by the central server" Particularly, in Ando, which is used by the Office to 
overcome the deficiencies of Dar and Van De Pavert regarding this claim, there is no 
teaching or suggestion that any information remains or is continually treated secure and 
encrypted once received and processed by the central server. Accordingly, Applicants 
submit that claims 23-25 are allowable over the art of record. 

In addition, Applicants submit that by combining multiple, e.g., more than three, 
references without providing any support that there is reasonable expectation of success 
founded in the teachings of the references, many ofthe rejections made by the Office are 
weak. Applicants respectfully request reconsideration of those weak rejections. 

In view of the foregoing, Applicants submit that the Office has failed to state a 
prima facie case of obviousness, and this application is not in condition for appeal and 
should either be allowed as is, or re-opened for further prosecution. Should the 
examining panel believe that anything further is necessary to place the application in 
better condition for allowance or for appeal, they are requested to contact Applicants' 
undersigned attorney at the telephone number listed below. 



Hoffman, Warnick & D'Alessandro LLC 
75 State Street, 14th Floor 
Albany, New York 12207 
(518) 449-0044 
(518) 449-0047 (fax) 
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Respectfully submitted, 
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